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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,4, 6-10, 13-26 rejected under 35 U.S.C. 102(e) as being anticipated by 
Benhardt (US 2003/0055765 A1 ). 
Benhardt discloses, 

1 . A method of analyzing a set of assets selected from a plurality of thereof, historic 
returns data for the assets of the plurality being stored in storage accessible to a 
processor ([0007]; [0008] )and the method comprising the steps performed in the 
processor of: receiving inputs indicating assets selected for the set and for each asset, 
a desired minimum return ([00229]; [0087]); using the historic returns data to determine 
a probability that at least one of the selected assets will not provide the desired 
minimum return indicated for the asset; and outputting the probability ([0029]-[0033]). 

4. A method of optimizing a set of assets, historic returns data for the assets being 
stored in storage accessible to a processor and the method comprising the steps 
performed in the processor of: receiving inputs indicating a set of scenarios for the set 
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of assets, each scenario having values which are used in optimizing the set of assets 
and which vary stochastically between two extremes and a probability of occurrence for 
the scenario ([0029]-[0033]; [0144]-[0145]); and determining weights of the assets in the 
set such that the worst-ease value of the set of assets is optimized over the set of 
scenarios ([0144]-[0146]). 

6. The method of optimizing set forth in claim 4 wherein: a scenario in the set of 
scenarios may correspond to the historical returns data for the assets in the set of 
assets ([0144]-[0145]). 

7. The method of optimizing set forth in claim 4 wherein: a scenario in the set of 
scenarios may include certain assets in the set of assets which are highly correlated 
([0144]). 

8. The method of optimizing set forth in claim 4 wherein: a scenario in the set of 
scenarios may correspond to outliers in the historical returns data ([0119]; [0144]). 

9. The method of optimizing set forth in claim 4 further comprising the step of: receiving 
inputs indicating additional constraints to which the set of assets being optimized is 
subject; and in the step of determining weights of the assets, determining the weights 
subject to the additional constraints ([0030];[0023]). 



Application/Control Number: 10/561,095 
Art Unit: 2123 



Page 4 



As for claim 10, the same citations applied to claims 1 and 4 above apply as well 
for this claim. 

13. The method set forth in claim 10 wherein: optimizing the weights of the assets is 
done using robust optimization ([0017]-[0025]). 

14. The method set forth in claim 13 wherein: the robust optimization optimizes over a 
set of user-specified scenarios, each scenario having values which are used in 
optimizing the set of assets and which vary stochastically between two extremes and a 
probability of occurrence for the scenario ([0144]-[0146]). 

1 5. The method set forth in claim 1 0 wherein: optimizing the weights of the assets is 
done subject to a constraint that the probability that the set of assets yields a desired 
minimum return is greater than a user-specified value a ([0029]-[0030]). 

16. The method set forth in claim 15 wherein: the optimization is done subject to a 
plurality of constraints (1 ..n), a constraint ci specifying that the probability that the set of 
assets yields a desired minimum return that is greater than a user-specified value a1 
([0029]-[0030]). 

17. The method set forth in claim #C5 wherein: optimizing the weights of the assets in 
the set is done using robust optimization ([0017]-[0025]). 



Application/Control Number: 10/561,095 
Art Unit: 2123 



Page 5 



18. The method set forth in claim 17 wherein: the robust optimization optimizes over a 
set of user-specified scenarios, each scenario including a mean return and a covariance 
matrix, each of which varies stochastically between two extremes, and a probability of 
occurrence for the scenario ([0078]-[0079];[0032]). 

19. The method set forth in claim 10 wherein: the asset may have a negative weight 
([0033]). 

20. The method set forth in claim 10 wherein; the sum of the weights of the assets in the 
set may exceed 1 ([0033]). 

21 . The method set forth in claim 10 wherein: optimizing the weight of the assets is done 
subject to one or more additional constraints ([0039]-[0042]; [0052]-[0061]). 

22. The method set forth in claim 21 wherein: the additional constraint restricts the sum 
of the weights of the assets belonging to a selected subset of the assets in the set 
([0039]-[0042]; [0052]-[0061]). 
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23. The method set forth in claim 21 wherein: the additional constraint constrains the 
weight of an asset such that the amount of the asset in the set is above a minimum 
investment threshold ([0029]-[0030]). 

24. The method set forth in claim 21 wherein: the additional constraint limits constrains 
the set's downside risk to be less than a predetermined value b ([0029]-[0030]) 

25. The method set forth in claim 24 wherein; the additional constraint is computed from 
the worst draw-down for each asset ([0034]; [0038]). 

26. The method set forth in claim 24 wherein: the additional constraint is computed from 
the set's average return and standard deviation ([0031]). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 11, 12, 28-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Benhardt (US 2003/0055765 A1 ) in view of Columbus et al. (US 
2002/0022988 A1). 
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As for claims 5, 11, 12 and 28-33, Benhardt discloses the limitations of 
claims 1, 4 and 10 above and further discloses quantifying the risk of an asset ([00145], 
i.e., risk control). However, Benhardt fails to disclose the limitations of claims 5, 11, 12 
and 28-32. However, Columbus teaches that the value of the set of assets is a real 
option value and that the objective function is adjusted by assigning a premium or a 
discount to the real value of the assets ([0007]). Columbus further teaches an objective 
function to take tax sensitivity of an asset (Fig. 5c). Therefore, it would have been 
obvious to a person of the ordinary skill in the art at the time the invention was made to 
combine the teachings of Benhardt with the method of Columbus because it would 
provide an improved system for evaluating performance based on returns observed 
after a particular revision, historical consistency and/or the number of revisions made by 
the analyst or inventing entity ([0016]). 

Allowable Subject Matter 

3. Claims 2-3 and 27 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zoila E. Cabrera whose telephone number is 571-272- 
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3738. The examiner can normally be reached on M-F from 8:00 a.m. to 5:30 p.m. EST 
(every other Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Rodriguez, can be reached on 571-272-3753. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Zoila Cabrera 
Primary Examiner 
3/17/2008 



/Zoila E. Cabrera/ 

Primary Examiner, Art Unit 2123 



